IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



U.S. Application No. 09/884,861 filed June 19, 2001 

Title: "System And Method For Generating Pixel Values For Pixels In An Image Using 
Strictly Deterministic Methodologies For Generating Sample Points" 

Inventor: Alexander Keller 

Attorney Reference: MENT-061 

DECLARATION OF DAVID A. JACOBS 

United States Patent and Trademark Office 
Commissioner for Patents 
Alexandria, VA 22314 

I, David A. Jacobs, declare as follows: 

1 . I am a registered U.S. patent attorney (Reg. No. 3 1 , 770) and a partner in the law firm of 
Gesmer Updegrove LLP, 40 Broad Street, Boston, MA 02109. 

2. I make this Declaration in support of the attached Petition to Revive Unavoidably 
Abandoned Application for Patent, serial number set forth above. 

3. On June 9, 2005, 1 was contacted by telephone by Mr. Rolf Herken, President and Chief 
Executive Officer of Mental Images GmbH ("Mental Images"), assignee/owner of the above- 
listed U.S. patent application. At that time, my firm was handling corporate matters for Mental 
Images, but not patent matters. 

4. During our June 9, 2005 telephone discussion, Mr. Herken indicated to me that he had 
recently become concerned about the status of his patent attorney, Mr. Richard Jordan, as well as 
the status of Mental Images' extensive patent portfolio, which was being handled by Mr. Jordan. 

5. Mr. Herken also indicated that although he had worked with Mr. Jordan for 
approximately ten years, and was generally very pleased with Mr. Jordan's work, in the past few 
months, Mr. Jordan had not responded to telephone calls, emails or other inquiries, and Mr. 
Herken had not otherwise heard from Mr. Jordan for some months. This was even though, as Mr. 
Herken told me, he had traveled to Boston to meet with Mr. Jordan in early 2005, after Mr. 
Jordan had told Mr. Herken that his home office computer had suffered a breakdown. Mr. 
Herken also told me that at the time of the early 2005 meeting, he had requested a status chart, 
which Mr. Jordan promised to send. 




6. Since by the time of our initial June 9, 2005 telephone discussion he had received no 
status chart, or other communications from Mr. Jordan for some time, Mr. Herken indicated that 
he was becoming concerned. 

7. As a result of that discussion, I suggested (1) further attempts to contact Mr. Jordan and 
(2) status checks of all of Mental Images's pending U.S. patent applications. (On knowledge and 
belief, Mr. Jordan was Mental Images' sole U.S. patent counsel.) 

8. The first task in undertaking status checks was for a complete internal review of Mental 
Images's patent portfolio, which, Mr. Herken told me, included dozens of U.S. and foreign patent 
applications and patents. Communications ensued between my office (in this regard, principally 
myself and my patent paralegal) and Mr. Herken and his colleagues in Germany to effect such a 
review. 

9. At the outset of these communications, Mental Images did not have immediately 
available a reliably complete list of such filings (a list they told me they had previously requested 
from Mr. Jordan, and which was, in fact, the status chart he had promised to send), and 
particularly, a reliably complete list of pending U.S. patent applications. 

10. Once such a list was developed, my patent paralegal and I generated Powers to Inspect 
for use by our local searcher in Arlington, VA. 

1 1 . The Powers were sent to Germany for signature and returned, and inspections began. 

12. As a result of those inspections, I first became aware of the abandoned status of the 
above-referenced application (which proved to be one of twelve abandoned patent applications 
being handled by Mr. Jordan) on July 12, 2005, upon review of a copy of file history documents 
forwarded to my office from our local searcher in Arlington, VA. 

13. As shown in the Table of Contents of the prosecution file wrapper (copy attached hereto 
as Exhibit A), a Notice to File Missing Parts (Exhibit B attached hereto) had been mailed to Mr. 
Jordan on August 14, 2001, and a Notice of Abandonment (Exhibit C attached hereto) had been 
mailed to Mr. Jordan on November 7, 2003. 

14. I immediately emailed Rolf Herken to advise him of the abandon of this and other 
applications and indicated that we should prepare Petitions to Revive. 

15. Rolf Herken advised me by return email that he had asked his cousin Dr. Ulrich Herken, 
M.D., who is based in the Boston area, to visit the Boston-area home office of Mr. Jordan to 
check on his health and well-being, as well as to attempt to inquire about the status of various 
intellectual property projects. Mr. Herken also advised me that Dr. Herken had indeed spoken 
with Mr. Jordan during that visit, which occurred on June 23, 2005, and that Dr. Herken left that 
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discussion concerned about Mr. Jordan's mental state and his ability to handle Mental Images' 
patent portfolio. 

16. Prior to that time, I had no information or reason to believe that any cases had gone 
abandoned. 

17. Upon learning of the abandonment status and conferring with our client Mental Images, I 
expeditiously undertook the follow-up investigations, review, telephone and email discussions 
and document iterations with Mental Images (principally with Rolf Herken, based in Berlin, 
Germany) that were necessary to prepare and file the attached Petition. 

18. During that process, I also prepared, in consultation with Rolf Herken, a Letter (copy 
attached hereto as Exhibit D) from Mr. Herken to the USPTO, which was filed on July 25, 2005, 
soliciting input from the USPTO on an appropriate way to proceed, which input was provided. 

I HEREBY DECLARE that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 





Reg. No. 31,770 

GESMER UPDEGROVE LLP 



Boston, MA 02109 
Tel.: (617) 350-6800 
Fax: (617)350-6878 
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APPLICATION NUMBER 

09/884,861 



FI LING/RECEIPT DATE 

, 06/19/2001 



FI RST NAMED APPLICANT 

Alexander Keller 



CONFIRMATION NO. 1S08 
FORMALITIES LETTER 



Richard A. Jordan 
P.O. Box 81363 

Wellesley Hills, MA 02481-0004 



•OC000000006421 986* 



Date Mailed: 08/14/2001 



NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION 

FILED UNDER 37 CFR 1 .53(b) 
Filing Date Granted 

' Z^TrnZ^S! no to cohere ft. basic tiling fee andfor file a «n* entity statement Ceding 
such status (37 CFR 1.27). 

• Total additional claim fee(s) for this application is $72. 

■ $72 for 4 total claims over 20. 

• Jl^SSX 1 " ES&on in cogence W itn 37 CFR 1.63, identifying tne eppiicstion by tne 
above Application Number and Filing Date, is required. cfr 1 1 6(e) of 

. To avoid abandonment, a late filing fee or oath or declaration "^J* ££^ R 1 ^ * 

$130 for a non-small entity, must be submitted with the missing items identified in this letter. 

• The balance due by applicant is $912. 



A copy of this notice MUST be returned with the reply. 
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APPLICATION NUMBER 

09/884,861 



FILING OR 371(C) DATE 

06/19/2001 



FI RST NAMED APPLICANT 

Alexander Keller 



ATT Y. DOCKET NO ./TITLE 

MENT-061 



Richard A. Jordan 
P.O. Box 81363 

Wellesley Hills, MA 02481-0004 



CONFIRMATION NO. 1908 
ABANDONMENT/TERMINATION 

liliiiiiiiiiiiiiH 

•OC0000000 11209435* 

Date Mailed: 11/07/2003 



NOTICE OF ABANDONMENT UNDER 37 CFR 1.53 (f) OR (g) 

The above-identified application is abandoned for failure to timely or property re P .y to the Notice to Fiie Missing 
Parts (Notice) mailed on 08/14/2001. 

• No reply was received. 

A petition to the Commissioner under 37 CFR 1.137 may be filed requesting that the application be revived. 
Under 37 CFR 1.137(a). a petition ^^cX^^^ 

DELAY must be filed promptly after the applicant becomes aware o ^ «u Quired rep | y t0 the above- 

accompanied by: (1) a P n adequate ^^^^SfS) JtS&S^SS rill«d by 37 
identified Notice; (3) the petition fee set forth in 37 CFR 1 .1 f(\), arm w 
CFR 1.137(d). 

Under 37 CFR 1.137(b), a petition ^ting the a ^ 

DELAY must be filed promptly after applicant be«™^are of »e aJMon ^ ^ above _ 

accompanied by: (1) a statement that aterminal disclaimer if required by 37 

identified Notice; (3) the petition fee set forth in 37 CFR l.i amj. ™w 
CFR 1.137(d). 

22313-1450. 



A copy of this notice MUSI be returned with the reply. 



Customer Service Center^. 

Initial Patent Examination Division (703) 308-1202^ ^ ^ 
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EXHIBIT D 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re: U.S. Application No. 09/884,861 filed June 19, 2001 

Attorney Reference: MENT-061 it- c*^i 

"System And Method For Generating Pixel Values For Pixels In An Image Using Strictly 
Deterministic Methodologies For Generating Sample Points" 



LETTER 



HAND DELIVERY 

United States Patent and Trademark Office 
Assistant Commissioner for Patents 
Alexandria, VA 22314 



Dear Sir or Madam: 

I am Rolf Herken, President and Chief Executive Officer of Mental Images GmbH, 
assignee/owner of the above-listed U.S; patent application, and a named applicant/inventor in many 
of the applications I will discuss -in this letter. 

I am writing regarding an issue that my company and I have discovered in the past few days, 
namely, that the above-listed patent application and 1 1 others, among the many patent and 
trademark applications that our outside patent attorney Richard Jordan, Esq. (U.S. Reg. No. 27,807) 



IN THE 



UNITED STATES PATENT AND TRADEMARK OFFICE 



In re- U.S. Application No. 09/884,861 filed June 19, 2001 

Deterministic Methodologies For Generating Sample Points 



LETTER 



T4AND DELIVERY 

United States Patent and Trademark Office 
Assistant Commissioner for Patents 
Alexandria, VA 22314 



Dear Sir or Madam: 

t, .j . A rv,;<»f Fxecutive Officer of Mental Images GmbH, 
I am Rolf Herken, President and Chief Executive unu* 

of fte aprons . wi,. discus, in this^e, ^ ^ ^ ^ 

I am writing regarding an issue that my company ana 

trademark applications that our outside pa«n. attorney Richard Jordan, Eso, (U.S. Reg. No. 27,80 



„ was never our in.en.ion * abandon these aprons, whieh are centra, to the continual success 
of our company; and we were never advised ma. they had gone abandoned; and m fart, Mr 
Jordan's advice to us was quite the contrary. According,,, whiie my company's new patent counsel 
is araftingPetitions to Revive under 37 C.F.R. ...37(a) or (b), I am writing to respectful., reoues. 
any insight or advice you might be able to provide. 

Mental Images GmbH, based in Beriin, Germany, which . founded in .986, - » 
business of deve.oping a*. selUng computer graphics software. Our software, which me.udes h.gh- 
performance methods for rendering images for motion pictures, video games, and other 
applications, is (or has been) Ucenseo to DreamWorks Animation SKG, Inc., .ndustna, Ugh. * 
ic (a division of Lucas Digital Ltd.), mectronic Arts, Inc. and other prominent motion prcture, 
visual effects and video game companies; to me world's .eading design and content creation 
software companies inc.uding Microsoft Corp., AHas Systems, AutoDesk, Inc., A*d Techno.ogy, 
I n,,Dassau 1 .Sys^esSA,andSo.idWoAsC„r P .,ando to indv^user S . Ourcompany 

March 2003, the American Academy of Motion Picture Arts and Sciences honored the Ropers 
of our Mental Ray rendering software produc. wim an Academy Award for technical achievement, 
ma king toe award to Thomas Driemeyer and to the mathematicians, physicists and software 
engineers of Mental Images for .heir contributions to the Mental Ray rendering software for motion 

^Over the las. ton years, our company has spent approximately $1 mUlion U.S. for Ae 
nation and prosecution of U.S. patent apphcations and patents, ft* vast majority of ma, (,e 
neariy $.00,000/year) in lega, fees to Mr. Jorfa, For examp.e, during me penod January 2003 
Aprii 2005, Mr. Jordan sen. us 43 invoices for paten, matters, in tire amount of approxtmately 
$170 000 (These figures do no. include amounts spen. by our company for PCT, EP artd other 
nation paten, applications, or for me equaUy substantial trademark work undertaken for our ^ 
company by Mr. Jordan.) The corresponding U.S. patent fi.es occupy approximate., 3 meters 
shelf space in our company's Berlin offices. 

Wc firs, began working wim Mr. Jordan in 1994, and for an entire decade have had an 
excellen. working relationship wim him. Mr. Jordan success,*!, obtiuned numerous U.S. parents 



. , . P a tey to our raising investment capital. Mr. Jordan has 
„ te companies, and »U of wr.chha.ebeenakeyte ^^ 

been .sponsible for the preparation and prosecution of dozens 

including those listed above. Mtensive telepnone 

had at least 1 1 telephone conferences; in 2003, at least I 

Mr. Jordan had essentially "disappeared , and would no ^ ^ leamed 

• o what Mr Jordan never told us, ana wuai 
taesoroftercommun.cat.ons. WhatMr.J ^ „ A applications 

tooughfte work of anofter paten, . Perhaps CT en more baffling, up 

went abandoned, one by one, over the course ot y ^ ^ rf ^ 

pafcnt portfolio, even uKpnrmg as to new deve P ^ ^ 

control of our U.S. patent portfolio. DreamWorks, whose counsel 

. w uonni licensed our software to UreamwuiKa, 
For example, in March 2003 we licensed discuss ions with Mr. 

JoI dan in December 2002. The software license was successfully 

is still in force. m investnie ni money from 

m uud-2003, the company raised app— ,y S6 mnuon m ^ 

outside — . T*^^'^**^^!-^-. 

„• counse., which a. that time indicated no ^™*^ rican Ac ademy of Motion 

achievement to our company. 
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o 7M.V2003 Mr Jordan wrote to our European patent attorney regarding our MENT 
On 7 May 2003, Mr. prT ^, /00922) Wedeeidedatthattunetotwrule 

059PCT application (Application,*. PCT/B0V00922) . ^ 

to January 2004, Mr. Jordan sent ema.1 and eaUed me « *«. ^ 

„ new innovations or improvements to the subject matter of the MENT pa 

« nnght warrant the filing of a continuation-^ went 



June 2001 



101 ' a ppn^arch report and whether it might be 

In March 2004 we discussed with Mr. Jordan an EPO search repo 

prioranUooneofu.eabove-referencedU.S.pa^appncat.ons. ^ 
m May2004wediscu,sedwi,hM, Jordan comments by me m 

2004 Mr. Jordan discussed with me m detail an Office Action ey 

Accordingly, at no time untd the end of 2004 drd 1 ha J ^ 
Jordan on numerous occasions gave every indication of bemg fully m charge 



office « he.p to wi* his ^ . ^ „. *„„»). Mr. Jordan «*» 

m to Bos»» (which was ponged unexpected* due Jo - ^ 

.^tViPhelo of local technical support, un jduuoijr 

without success, we even mcu u 

00 , P Llelial.ssueNo.icereiaUng.otocase.bu.stoeeMr.^never 

18 April 2005. on ^ one hand appear ed to be 

^thesituationwasn^ — -l^-d. 
proactively handling certain matters, but as 
complete failure to return messages. 



i PM,r Moldave Esq. of Gesrner Updegrove, as to whether he knew ot 
^ our corporate counsel, Paer Molfcve J ^ ^ ^ 

^onewhocou.dassist.regardrn e ^ ve „ advised that we run a dnect 

m essage was left on Mr. Jordan's answermg machrne), fax and emau. No 

retumed - • i im,!. u«l«» MD. PhD, who is based in 

Also during this process, 1 asked my cousm, Ulnch Herken, M.D. , 
T „ «, tovisitMr Jordan'stameoffl^inWellesley.Massachusetts.toseeifhe 

to contact us or return messages sun* v 

, *j nr Herken arrived at Mr. Jordan's house at 

confused, indicated that he was. wnei su ff e ring from a 

in communication for almost three niontlis^^^r^for^^^Tinb^^^tcd^^^^he^MKib^^^^^ gnjoyed 

working on the Mental Images patent apphcauons and w ^ ^ 

status char,) on the same day hy fax, bu, nothing arnved on that day or 



19-JUL-2005 21=28 



MENTAL IMAGES GMBH 



mental images 



My cousin left that meennecu" 
To the contrary, m our corresponoc.^ 

^^^•^^^^-^^ 
BfawMdpoertapplKttions. However. 

Respectfully submitted, 
Mental Images GmbH 
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oc: 



GesmerUpdegroveLLP 
David A. Jacobs, Esq. 
40 Broad Street 
Boston, 

MA 02109 



By: ^iSSd Chief Exccudve Office 

Address: Fasanenstrasse 81 
10623 Berlin 

Germany 
Phone: -H49-30-315 9970 

Fax: ++49-30-315 997 33 
Effla il: Tn if^^t a limagis i cgm 
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PL IMAGES GMBH 



II 



2005 




Germany. 

Mr. R<* Herken is r— «— t0 m ' 



Berlin. July 19. 20° 5 





Hanns-WilliamlfQlsch. 
{££ * Berlin/Germany 



